OCT.23'2002 16:03 # 6306 P. 004/008 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Frank A, SJcraJy and Martha Sholl 

Serial No.: 09/909,574 Art Unit: 1652 

Filed: July 20, 2001 Examiner: Yong D. Pale 

For: PRODUCTION OF POLYHYDROXYALKANOATES FROM POLYOLS 

Assistant Commissioner for Patents 
Washington, D.C 20231 

RESPONSE TO RESTRICTION REQUIREMENT 

Sir: 

Responsive to the Office Action mailed on September 23, 2002, please consider the 
following remarks. It is believed that no fee is required with this submission. However, should a 
fee be required, the Commissioner is hereby authorized to charge the fee to Deposit Account No. 
50-1868. 

The Restriction Requirement 

In the Office Action mailed on September 23, 2002, the 21 claims were divided into four 

groups. 

Group I, claims 1-10, drawn to a method of producing polyhydroxyaJkanoates by 
providing various dioJs to be converted into hydroxyalkanoates, (Class 435, subclass 146) 

Group n, claims 1 1-19, drawn to a composition comprising a polyhydroxyalkanoate 
copolymer with various comonomers. (Class 560, subclass 1) 
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Group DI, claim 20, drawn tf> a method of improving a biological system for making 
polyhydroxyalkanoates. (Class 435, subclass 146) 

Group IV, claim 21 drawn to a DNA fragment encoding a diol oxidoreductase and an 
aldehyde dehydrogenase producing various hydroxyalkanoatcs. (Class 536, subclass 23.2) 

In response, the Applicants elect Group I, claims 1-10, with traverse. 
The Restriction Requirement is Incomplete 

It is expressly stated in the MPEP that the "particular reasons relied on by the examiner 
for holding that the inventions as claimed are either independent or distinct should be concisely 
stated. A mere statement or conclusion is inadequate. The reasons upon which the conclusion is 
based should be given." (MPEP 8 16). 

In the Office Action mailed September 23 p 2002, the Examiner fails to include reasons 
why the restricted groups arc distinct. As such, the examiner does not meet his burden in 
establishing grounds for a Restriction Requirement. 

Further, the Applicants assert that these claims are related to one inventive concept. 
Groups I and II are not distinct because they are related as method of making and product made 
and do not satisfy the test of distinctness. The conditions under which a proper restriction 
requirement can be made are where; (A) the process as claimed is not an obvious process of 
making the product and the process as claimed can be used to make another and different 
products; or (B) the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). The compositions of PHA monomers in Group II possess characteristics 
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that are specifically made by the method of Group L Conversely, the method of Group I will 
always yield the PHAs described in Group H 

Group III is directed to a method for detecting mutant bacteria with enhanced PHA 
synthesis from diols. The method for Group ID. incorporates all the elements of Group I which 
would otherwise not make these two groups patentably distinct. The method of Group I is 
necessary to practice the method of Group HI. Similarly, the method of Group III will yield 
PHA monomers in the same way as the method of Group L 

Group IV is related to Group I as process and apparatus for its practice (MPEP 806.05(e). 
To properly be restricted, the Examiner must show (A) that the process as claimed can be 
practiced by another materially different apparatus or by hand; or (B) that the apparatus as 
claimed can be used to practice another and materially different process. The method of Group I 
can not be practiced without the DNA fragments to encode the required enzymes for diol 
processing. The DNA fragments in Group IV are used to encode the enzymes function to process 
the diol substrate in the formation of PHAs, The specific monomers are formed as a result of 
using an appropriate diol precursor as the carbon source for the reaction. 
The Election of Species Requirement i s Incomplete 

The Examiner also requires that an election of species be made between the following 
species; genus of diols, genus of comonomers, and DNA fragments encoding a genus of 
hydroxyalkanoates. It is impossible to respond to this requirement. The specification states that 
supplying a particular diol substrate as the sole carton source will yield a specific PHA (page 4, 
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lines 3-8; page 9, line 17-18). For example, use of 1,4-butanedioJ will be used to synthesize 4- 
hydroxybutyrate. The monomer is dependent on the choice of diol used as a carbon source. 

Further, the DNA fragments do not encode a genus of bydroxyalkanoates. The DNA 
fragments encode two enzymes, diol oxidoreductase, and an aldehyde dehydrogenase, which are 
necessary for PHA synthesis. These two enzymes can produce various hydroxyalkanoate 
monomers depending on which substrate is supplied as a carbon source. It is impossible to elect 
a species in this genus, as there is no genus. 

Applicants elect 1,4-butanediol which will, be used to synthesize 4-hydroxybutyrate. 

Allowance of claims 1-21 is respectfully solicited. 



Date: October 23, 2002 
HOLLAND & KNIGHT LLP 
One Atlantic Center, Suite 2000 
1201 West Peachtree Street 
Atlanta, Georgia 30309-3400 
(404) 817-8473 
(404) 817-8588 (Fax) 
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Certificate of Facsimile Transmission 

I hereby certify that this paper, along with any paper referred to as being attached or 
enclosed, is being facsimile transmitted to the Assistant Commissioner for Patents, Washington, 
D.C. on. this date. 




Date: October 23, 2002 
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